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DETAILED ACTION 



Priority 



1. 



Acknowledgment is made of Applicant's claim for foreign priority under 35 



US 



C. 1 19(a)-(d). The certified copy has been filed in the pending application. 



Claim Rejections - 35 USC § 112 



The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 



contemplated by the inventor of carrying out his invention. 

2. Claims 1, 3, 5-9, 1 1, 13-17, 19, 21-25, 27 and 29-44 are rejected under 35 U.S.C 1 12, 
first paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claims 1, 3, 9, 1 1, 17, 19, 25 and 27 recite the newly added limitation, "...when the back 
surface of said display body is close to said main body the second operating means is positioned 
on an opposite side of the display screen as the at least first operating means," (see claims 1, 
lines 16-18 for example) amended to original claim language, "...second operating means for 
operating the information processing device...," (see claims 1, lines 14-15) does not correspond 
to the originally filed specification. On page 6 of the specification, the Applicant recites, "The 
display body 30 has. . .an operating dial (second operating means) 32 which can be rotated and 
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pressed, disposed on the right side of the screen 31," (see page 6, 1 st paragraph of specification). 
The drawings, as point to by Applicant (see page 19, last paragraph of Applicant's Remarks), 
Figures 7C arid 7D, solely show the information processing device in two different 
configuration, 7C showing the photography mechanism (#42) facing away from the display 
screen and 7D showing the photography mechanism (#42) facing toward the display screen 
while keeping all other elements (i.e. buttons #B1-B4, display body (#30) and operating dial 
(#32) constant. It does not show "the second operating means positioned on an opposite side of 
the display screen" and inversely shows the operating dial (second operating means) on the same 
side of the display screen in both Figures, 7C and 7D. Also, the neither the specification or 
drawings explicitly teach using the second operating means "as the at least first operating means" 
when the back surface of the display body is close to the main body of the device. The amended 
claim language of claims 1, 3, 9, 1 1, 17, 19, 25 and 27 recite the second operating means 
positioned on an opposite side of the display screen which, as stated above, is not in accordance 
with the originally filed specification and therefore produces new matter issues. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 5, 7, 9, 13, 15, 23, 37 and 39, are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Bird (U.S. Patent 5,341,154), Fiddian-Greene et al (U.S. Patent 6,029,076), 
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Matthews, III et al. (U.S. Patent 6,3 13,851) and further in view of Crooks et al. (U.S. Patent 
5,208,736). 

In reference to claims 1 and 9, Bird discloses a compact computer having a base with an 
alphanumeric keyboard and a display screen pivotally connected to the base so that it can fold 
inwards towards the base or pivot into a position facing away from the base (see column 2, lines 
9-15, Figure 1 and Figure 5). Bird also discloses a first operating means operable under the 
condition where the back surface of the display body is close to the base by a retractable keypad 
which, the Office interprets, may be used under the condition where the back surface of the 
display body is close to the base (see column 2, lines 59-62, #40 of Figures 3 and 5) as the 
decision of when to operate the first operating means is seen as a matter of design choice 
whereby, for example, the keypad of Bird could operate when the display panel is in tablet mode 
(see Figure 5 of Bird) or when in common laptop computing mode (see Figure 2) . Note, the 
Office interprets the keypad located "outside" of the display body (see #40 Figure 3 is not apart 
of the display body). Bird also discloses a trackball assembly controlling the display screen 
cursor which the Office sees as equivalent to the second operating means of Applicant's claims 
(see column 5, lines 19-48). Bird also discloses the trackball assembly to be a self contained unit 
allowing for the unit to pivot about the base and also allowing it to be totally detached, to be used 
in various orientations with respect to the display (see column 6, lines 41-51). Bird does not 
explicitly disclose using the keypad to select a processing item to be executed from a system 
menu however, Fiddian-Greene et al does. Fiddian-Greene et al. disclose medical diagnostic 
equipment (see column 1, lines 25-27) whereby a computer keypad is utilized for selecting 
operation modes from a menu of the computer (see column 25, lines 54-56). It would have been 
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obvious to one of ordinary skill in the art at the time the invention was made for Bird to 
implement the retractable keypad as a selectable input device as disclosed by Fiddian-Green et 
al. in order to create a simpler control of a computing device by minimizing possible key 
selections using only the keys of the keypad. Bird does not explicitly disclose the trackball 
selecting a processing item to be executed from a menu however Matthews, in et al. does. 
Matthews, III et al. discloses an improved user interface for a computer operating system 
wherein a windowed display environment such as Windows95 provides a menu with multiple 
choices which can be selected by a mouse or keyboard (see column 2, lines 4-7 of Matthews). 
Note, the trackball of Bird inherently controls the cursor position on the display and acts like a 
mouse. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to implement the mouse menu selection techniques of Matthews with the compact 
computer of Bird and keypad selection techniques of Fiddian-Greene et al. in order to provide a 
user friendly control device for navigating through menus and operating the computing system. 
Although Bird does disclose the trackball outside of and operating independently of contact with 
a display screen (see column 41-43), Bird does not explicitly disclose the trackball provided on 
the display body. Crooks et al. discloses a trackball embedded in the housing of a display device 
and facing the user (see column 2, lines 46-56 of Crooks et al.). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to implement the specifically 
positioned trackball of Crooks et al. with the compact computer of Bird, keypad selection 
techniques of Fiddian-Greene et al. and mouse menu selection techniques of Matthews in order 
to provide the user's hand with a natural position thereby reducing discomfort and fatigue 
usually suffered when using a commonly placed trackball device, while improving accuracy and 
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simplicity to the user (see column 2, lines 60-67 of Crooks et al.)- Note, the Office interprets the 
computing devices included in Bird, Matthews, III et al. and Crooks et al. to inherently execute 
various kinds of information processing based on an OS (Windows95 of Matthews, III et al.) and 
application programs. Further such processing is commonly performed by the standard 
computer system. 

In reference to claims 5 and 13, Bird, Fiddian-Greene et al., Matthews, HI et al. and 
Crooks et al. disclose all of the claim limitations as applied to claims 1 and 9 respectively above. 
Bird discloses the keypad having keys which can be pressed (see column 5, lines 9-10) and a 
trackball unit which can be rotated and pressed (see column 5, lines 3 1-48). Note, in reference to 
claim 13, the Office interprets the sphere functionally equivalent to the dial of Applicant's claim. 

In reference to claims 7, 15 and 23, Bird, Fiddian-Greene et al., Matthews, III et al. 'and 
Crooks et al. disclose all of the claim limitations as applied to claims 1, 9 and 17 respectively. 
Note, the Office interprets the canceling of a display inherent in the windowed environment of 
Matthews, III et al. as the "Start" menu in Windows95 is cleared after a selection is made. 

In reference to claims 37 and 39, Bird, Fiddian-Greene et al., Matthews, in et al. and 
Crooks et al. disclose all of the claim limitations as applied to claims 1 and 9 respectively. Bird 
discloses a first operating means operable under the condition where the back surface of the 
display body is close to the base by a retractable keypad (see column 2, lines 59-62, #40 of 
Figures 3 and 5). Bird also discloses a trackball assembly controlling the display screen cursor 
which the Office sees as equivalent to the second operating means of Applicant's claims (see 
column 5, lines 19-48). Note, at the time the invention was made, it would have been obvious to 
one of ordinary skill in the art to limit the keypad buttons to certain controlling functions such as 
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menu selection. Applicant has not disclosed that specifically displaying system menu items 
using the buttons provides an advantage, is used for a particular purpose, or solves a stated 
problem. One of ordinary skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well with the standard keypad functionally of Bird because the 
exact use or limited use of the buttons is seen as a design choice decided/preferred by the 
designer and to which best suits the application at hand. Therefore, it would have been obvious 
to one of ordinary skill in this art to modify Bird to obtain the invention as specified in claims 37 
and 39. 

4. Claims 8, 16, 17, 21, 24, 25, 29, 31, 33, 35, 41 and 43 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Bird (U.S. Patent 5,341,154), Fiddian-Greene et al (U.S. Patent 
6,029,076), Matthews, III et al. (U.S. Patent 6,313,851), Crooks et al. (U.S. Patent 5,208,736) 
and further in view of Lin et al. (U.S. Patent 6,552,738 Bl). 

In reference to claims 8, 16 and 24, Bird, Fiddian-Greene et al., Matthews, III et al. and 
Crooks et al. disclose all of the claim limitations as applied to claims 1, 9 and 17 respectively. 
Lin et al. discloses a method and apparatus providing a user interface for control of a display 
device via a computer system (see columns 1-2, lines 66-7). Lin et al. also discloses the user 
interface resembling a system menu showing adjustable items to tweak display settings (see 
column 4, lines 30-36 and Figure 3). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to implement the tweaking of user settings of Lin et al. 
with the compact computer of Bird, keypad selection techniques of Fiddian-Greene et al., mouse 
menu selection techniques of Matthews and the specifically positioned trackball of Crooks et al. 
in order to provide a user interface for control of a display device allowing for adjustments to 
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parameters to be made without significant increases in cost (see columns 1-2, lines 66-10 of Lin 
et al.). 

In reference to claims 17 and 25, claims 17 and 25 are equivalent in scope to claims 1 and 
9 above and therefore are rejected under similar rationale. Further, Lin et al. discloses selection 
of one processing item (interpreted as the adjustable attributes of the monitor display, shown in 
Figure 3, "Bright," "Contrast," etc.) configuring the display monitor (see column 4, lines 46-57 
and Figure 3). Lin et al. discloses the displaying of more, fewer or different display parameters 
in the user interface (see column 4, lines 42-45) therefore, the Office believes that it would have 
been obvious to one of ordinary skill in the art to include an output signal format display 
parameter in the user interface of Lin et al. to select between different/multiple format output 
display devices, i.e. NTSC, PAL, VGA etc. The Office interprets the setting of the format of an 
output display signal equivalent to a communication setting, between a display controller and 
display device, because of the definition of the term, "communicate" which reads, "(2) : to 
transmit information, thought or feeling so that it is satisfactorily received or understood," (see 
Merriam-Webster's Collegiate Dictionary, 10 th edt. Merriam-Webster, Inc. ©2002. page 232). 
The signal generating and receiving devices must operate on the same format signal so that 
signals are correctly understood and thus displayed accurately. Therefore, the Office interprets 
such a communication setting as a second one of the processing items when displayed in the user 
interface of Lin et al. ). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to implement the tweaking of user settings of Lin et al. with the compact 
computer of Bird, keypad selection techniques of Fiddian-Greene et al., mouse menu selection 
techniques of Matthews and the specifically positioned trackball of Crooks et al. in order to 
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provide a user interface for control of a display device allowing for adjustments to parameters to 
be made without significant increases in cost (see columns 1-2, lines 66-10 of Lin et al.). 

In reference to claims 21 and 29, Bird, Fiddian-Greene et al, Matthews, in et al., Crooks 
et al. and Lin et al. disclose all of the claim limitations as applied to claims 17 and 25 
respectively above. Bird discloses the keypad having keys which can be pressed (see column 5, 
lines 9-10) and a trackball unit which can be rotated and pressed (see column 5, lines 3 1-48). 
Note, in reference to claim 29, the Office interprets the sphere functionally equivalent to the dial 
of Applicant's claim. 

In reference to claim 31, Bird, Fiddian-Greene et al., Matthews, IE et al., Crooks et al. 
and Lin et al. disclose all of the claim limitations as applied to claim 25. Note, the Office 
interprets the canceling of a display inherent in the windowed environment of Matthews, III et al. 
as the "Start" menu in Windows95 is cleared after a selection is made. 

In reference to claims 33 and 35, Bird, Fiddian-Greene et al., Matthews, in et al., Crooks 
et al. and Lin et al. disclose all of the claim limitations as applied to claims 17 and 25 
respectively above. Lin et al. discloses the user interface configuring screen 
brightness/luminance of a display device (see column 4, lines 51-54 and Figure 3). 

In reference to claims 41 and 43, Bird, Fiddian-Greene et al., Matthews, in et al., Crooks 
et al. and Lin et al. disclose all of the claim limitations as applied to claims 17 and 25 
respectively. Bird discloses a first operating means operable under the condition where the back 
surface of the display body is close to the base by a retractable keypad (see column 2, lines 59- 
62, #40 of Figures 3 and 5). Bird also discloses a trackball assembly controlling the display 
screen cursor which the Office sees as equivalent to the second operating means of Applicant's 



Application/Control Number: 09/944,080 Page 10 

Art Unit: 2676 

claims (see column 5, lines 19-48). Note, at the time the invention was made, it would have been 
obvious to one of ordinary skill in the art to limit the keypad buttons to certain controlling 
functions such as menu selection. Applicant has not disclosed that specifically displaying system 
menu items using the buttons provides an advantage, is used for a particular purpose, or solves a 
stated problem. One of ordinary skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well with the standard keypad functionally of Bird because the 
exact use or limited use of the buttons is seen as a design choice decided/preferred by the 
designer and to which best suits the application at hand. Therefore, it would have been obvious 
to one of ordinary skill in this art to modify Bird to obtain the invention as specified in claims 41 
and 43. 

5. Claims 3, 6, 11, 14, 38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bird (U.S. Patent 5,341,154), Fiddian-Greene et al (U.S. Patent 6,029,076), Matthews, III et 
al. (U.S. Patent 6,313,851), Crooks et al (U.S. Patent 5,208,736) and in further view of Nishida 
et al. (U.S. Patent Des. 409,583). 

In reference to claims 3 and 1 1, Bird discloses a compact computer having a base with an 

alphanumeric keyboard and a display screen pivotally connected to the base so that it can fold 

i 

inwards towards the base or pivot into a position facing away from the base (see column 2, lines 
9-15, Figure 1 and Figure 5). Bird also discloses a first operating means operable under the 
condition where the back surface of the display body is close to the base by a retractable keypad 
which, the Office interprets, may be used under the condition where the back surface of the 
display body is close to the base (see column 2, lines 59-62, #40 of Figures 3 and 5) as the 
decision of when to operate the first operating means is seen as a matter of design choice 
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whereby, for example, the keypad of Bird could operate when the display panel is in tablet mode 
(see Figure 5 of Bird) or when in common laptop computing mode (see Figure 2) . Note, the 
Office interprets the keypad located "outside" of the display body (see #40 Figure 3 is not apart 
of the display body). Bird also discloses a trackball assembly controlling the display screen 
cursor which the Office sees as equivalent to the second operating means of Applicant's claims 
(see column 5, lines 19-48). Bird also discloses the trackball assembly to be a self contained unit 
allowing for the unit to pivot about the base and also allowing it to be totally detached, to be used 
in various orientations with respect to the display (see column 6, lines 41-51). Bird does not 
explicitly disclose using the keypad to select a processing item to be executed from a system 
menu however, Fiddian-Greene et al does. Fiddian-Greene et al. disclose medical diagnostic 
equipment (see column 1, lines 25-27) whereby a computer keypad is utilized for selecting 
operation modes from a menu of the computer (see column 25, lines 54-56). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made for Bird to 
implement the retractable keypad as a selectable input device as disclosed by Fiddian-Green et 
al. in order to create a simpler control of a computing device by minimizing possible key 
selections using only the keys of the keypad. Bird does not explicitly disclose the trackball 
selecting a processing item to be executed from a menu however Matthews, III et al. does. 
Matthews, III et al. discloses an improved user interface for a computer operating system 
wherein a windowed display environment such as Windows95 provides a menu with multiple 
choices which can be selected by a mouse or keyboard (see column 2, lines 4-7 of Matthews). 
Note, the trackball of Bird inherently controls the cursor position on the display and acts like a 
mouse. It would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to implement the mouse menu selection techniques of Matthews with the compact 
computer of Bird and keypad selection techniques of Fiddian-Greene et al. in order to provide a 
user friendly control device for navigating through menus and operating the computing system. 
Although Bird does disclose the trackball outside of and operating independently of contact with 
a display screen (see column 41-43), Bird does not explicitly disclose the trackball provided on 
the display body. Crooks et al. discloses a trackball embedded in the housing of a display device 
and facing the user (see column 2, lines 46-56 of Crooks et al.). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to implement the specifically 
positioned trackball of Crooks et al. with the compact computer of Bird, keypad selection 
techniques of Fiddian-Greene et al. and mouse menu selection techniques of Matthews in order 
to provide the user's hand with a natural position thereby reducing discomfort and fatigue 
usually suffered when using a commonly placed trackball device, while improving accuracy and 
simplicity to the user (see column 2, lines 60-67 of Crooks et al.). Note, the Office interprets the 
computing devices included in Bird, Matthews, III et al. and Crooks et al. to inherently execute 
various kinds of information processing based on an OS (Windows95 of Matthews, III et al.) and 
application programs. Further such processing is commonly performed by the standard 
computer system. Neither Bird, Fiddian-Green et al., Matthews, III et al. nor Crooks et al. 
explicitly disclose a photographing case having a photographic function however Nishida et al. 
does. Nishida et al. discloses a laptop computer with an integrated camera attached thereto (see 
Figures 13-15 of Nishida et al.). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to implement the laptop and camera attached thereto of Nishida 
et al. with the compact computer of Bird, keypad selection techniques of Fiddian-Greene et al., 
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mouse menu selection techniques of Matthews and the specifically positioned trackball of 
Crooks et al. in order to allow the user to view the display screen while taking a photograph of 
someone/something or adjusting display settings, creating a more efficient and user friendly 
computer environment. 

In reference to claims 6, and 14, Bird, Fiddian-Greene et al., Matthews, III et al., Crooks 
et al. and Nishida et al. disclose all of the claim limitations as applied to claims 3 and 1 1 
respectively above. Bird discloses the keypad having keys which can be pressed (see column 5, 
lines 9-10) and a trackball unit which can be rotated and pressed (see column 5, lines 3 1-48). 
Note, in reference to claim 14, the Office interprets the sphere functionally equivalent to the dial 
of Applicant's claim. 

In reference to claims 38 and 40, Bird, Fiddian-Greene et al., Matthews, in et al., Crooks 
et al. and Nishida et al. disclose all of the claim limitations as applied to claims 3 and 1 1 
respectively. Bird discloses a first operating means operable under the condition where the back 
surface of the display body is close to the base by a retractable keypad (see column 2, lines 59- 
62, #40 of Figures 3 and 5). Bird also discloses a trackball assembly controlling the display 
screen cursor which the Office sees as equivalent to the second operating means of Applicant's 
claims (see column 5, lines 19-48). Note, at the time the invention was made, it would have been 
obvious to one of ordinary skill in the art to limit the keypad buttons to certain controlling 
functions such as menu selection. Applicant has not disclosed that specifically displaying system 
menu items using the buttons provides an advantage, is used for a particular purpose, or solves a 
stated problem. One of ordinary skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well with the standard keypad functionally of Bird because the 
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exact use or limited use of the buttons is seen as a design choice decided/preferred by the 
designer and to which best suits the application at hand. Therefore, it would have been obvious 
to one of ordinary skill in this art to modify Bird to obtain the invention as specified in claims 38 
and 40. 

6. Claims 19, 22, 27, 30, 32, 34, 36, 42 and 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bird (U.S. Patent 5,341,154), Fiddian-Greene et al (U.S. Patent 6,029,076), 
Matthews, III et al. (U.S. Patent 6,313,851), Crooks et al. (U.S. Patent 5,208,736), Nishida et al. 
(U.S. Patent Des. 409,583) and in further view of Lin et al. (U.S. Patent 6,552,738 Bl). 

In reference to claims 19 and 27, claims 19 and 27 are equivalent in scope to claims 3 and 
1 1 above and therefore are rejected under similar rationale. Further, Lin et al. discloses selection 
of one processing item (interpreted as the adjustable attributes of the monitor display, shown in 
Figure 3, "Bright," "Contrast," etc.) configuring the display monitor (see column 4, lines 46-57 
and Figure 3). Lin et al. discloses the displaying of more, fewer or different display parameters 
in the user interface (see column 4, lines 42-45) therefore, the Office believes that it would have 
been obvious to one of ordinary skill in the art to include an output signal format display 
parameter in the user interface of Lin et al. to select between different/multiple format output 
display devices, i.e. NTSC, PAL, VGA etc. The Office interprets the setting of the format of an 
output display signal equivalent to a communication setting, between a display controller and 
display device, because of the definition of the term, "communicate" which reads, "(2) : to 
transmit information, thought or feeling so that it is satisfactorily received or understood," (see 
Merriam-Webster's Collegiate Dictionary, 10 th edt Merriam- Webster, Inc. ©2002. page 232). 
The signal generating and receiving devices must operate on the same format signal so that 
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signals are correctly understood and thus displayed accurately. Therefore, the Office interprets 
such a communication setting as a second one of the processing items when displayed in the user 
interface of Lin et al. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to implement the tweaking of user settings of Lin et al. with the compact 
computer of Bird, keypad selection techniques of Fiddian-Greene et al., mouse menu selection 
techniques of Matthews and the specifically positioned trackball of Crooks et al. in order to 
provide a user interface for control of a display device allowing for adjustments to parameters to 
be made without significant increases in cost (see columns 1-2, lines 66-10 of Lin et al.). 

In reference to claims 22 and 30, Bird, Fiddian-Greene et al., Matthews, IE et al., Crooks 
et al., Lin et al. and Nishida et al. disclose all of the claim limitations as applied to claims 19 and 
27 respectively above. Bird discloses the keypad having keys which can be pressed (see column 
5, lines 9-10) and a trackball unit which can be rotated and pressed (see column 5, lines 3 1-48). 
Note, in reference to claim 30, the Office interprets the sphere functionally equivalent to the dial 
of Applicant's claim. 

In reference to claim 32, Bird, Fiddian-Greene et al., Matthews, III et al., Crooks et al., 
Lin et al. and Nishida et al. disclose all of the claim limitations as applied to claim 27 above. Lin 
et al. discloses a method and apparatus providing a user interface for control of a display device 
via a computer system (see columns 1-2, lines 66-7). Lin et al. also discloses the user interface 
resembling a system menu showing adjustable items to tweak display settings (see column 4, 
lines 30-36 and Figure 3). 

In reference to claims 34 and 36, Bird, Fiddian-Greene et al., Matthews, in et al., Crooks 
et al., Lin et al. and Nishida et al. disclose all of the claim limitations as applied to claims 19 and 
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27 respectively above. Lin et al. discloses the user interface configuring screen 
brightness/luminance of a display device (see column 4, lines 51-54 and Figure 3). 

In reference to claims 42 and 44, Bird, Fiddian-Greene et al., Matthews, IE et al., Crooks 
et al., Lin et al. and Nishida et al. disclose all of the claim limitations as applied to claims 19 and 
27 respectively. Bird discloses a first operating means operable under the condition where the 
back surface of the display body is close to the base by a retractable keypad (see column 2, lines 
59-62, #40 of Figures 3 and 5). Bird also discloses a trackball assembly controlling the display 
screen cursor which the Office sees as equivalent to the second operating means of Applicant's 
claims (see column 5, lines 19-48). Note, at the time the invention was made, it would have been 
obvious to one of ordinary skill in the art to limit the keypad buttons to certain controlling 
functions such as menu selection. Applicant has not disclosed that specifically displaying system 
menu items using the buttons provides an advantage, is used for a particular purpose, or solves a 
stated problem. One of ordinary skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well with the standard keypad functionally of Bird because the 
exact use or limited use of the buttons is seen as a design choice decided/preferred by the 
designer and to which best suits the application at hand. Therefore, it would have been obvious 
to one of ordinary skill in this art to modify Bird to obtain the invention as specified in claims 42 
and 44. 



7 



Response to Arguments 
The addition of claims 37-44 is noted. 
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8. Applicant's arguments filed 01/12/05 have been fully considered but they are not 
persuasive. 

In reference to the above claim rejections based upon Bird, Applicant argues that since 
Bird does not allow a simple operation of two different control elements wile an operator can 
still hold a computer with his or her hands, Bird clearly differs from the claims as recited (see 
page 20, 3 rd paragraph of Applicant's Remarks). The Office disagrees. With the broadest 
interpretation of the claims, as recited by Applicant, the Bird reference does indeed read upon the 
limitations of the recited claims. Bird does in fact disclose a rotatable/foldable display device 
along with multiple operating means for operating the computer housing the display device. The 
mere fact that Bird, "does not allow a simple operation" does not overcome the fact that the 
disclosed invention of Bird teach limitations recited in Applicant's claims. Therefore, the Office 
maintains its previous rejections based upon the Bird reference. 

Further, in reference to claims 37-44, Applicant argues that the Bird reference does not 
explicitly teach the use of the first operating means specifically for displaying a system menu 
(see page 21 of Applicant's Remarks). Although the Bird reference may not explicitly teach the 
keypad used for displaying a system menu, as indicated above, at the time the invention was 
made, it would have been obvious to one of ordinary skill in the art to limit the keypad buttons to 
certain controlling functions such as menu selection. Applicant has not disclosed that 
specifically displaying system menu items using the buttons provides an advantage, is used for a 
particular purpose, or solves a stated problem. One of ordinary skill in the art, furthermore, 
would have expected Applicant's invention to perform equally well with the standard keypad 
functionally of Bird because the exact use or limited use of the buttons is seen as a design choice 
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decided/preferred by the designer and to which best suits the application at hand. Therefore, it 
would have been obvious to one of ordinary skill in this art to modify Bird to obtain the 
invention as specified in claims. The explicit assignment of these buttons to specific functions 
could easily be modified, using software or hardware means, to allow for the keypad buttons to 
perform various operations (as indicated by Applicant on page 21, last 3 lines of Applicant's 
Remarks). 

In response to Applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See/« re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Antonio Caschera whose telephone number is (571) 272-7781. 
The examiner can normally be reached Monday-Thursday and alternate Fridays between 7:30 
AM and 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Bella, can be reached at (571) 272-7778. 

Any response to this action should be mailed to: 



or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office whose telephone 
number is (703) 306-0377. 
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